| |
Sunday, May 15, 2011 y

News

Managing
Intellectual
Property

133 Annual Meeting, San Francisco

News 2 | Quiz 2 | Things to do 10 | Vox pop 15 | Schedule 16 | Weather 55°F “u

Profile

INTA

Page 8

President
Gerhard Bauer

Interview

Lily S. Cheung
of Dolby

Laboratories
Page 12

Last night's Gala Dinner was held in the Garden Court of the San Francisco Palace Hotel. Titled Nuit de Moulin Rouge, it featured can-can
dancing, violinists, a contortionist and magician Paul Nathan. INTA President Gerhard Bauer honored this year's awards for academic and
legal excellence. The Ladas Memorial Competition Professional Recipient, supported by Ladas & Parry, was Anthony Fletcher, Senior
Principal at Fish & Richardson. Michael Johnson from Vanderbilt University Law School was the Student Recipient. The winning team of
the Saul Lefkowitz Moot Court Competition, which celebrates its 20th anniversary this year, was Marilyn Osborn and Whitney True of the
University of Louisville Louis D. Brandeis School of Law. They were coached by Jack Wheat of Stites & Harbison, who attended last night's
dinner. The Dolores K. Hanna Best Brief Award went to lan Chen, Emily Gische and Jenny Grantz of UC Hastings College of the Law.
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Campinos sets
out five-year
OHIM plan

HIM will lead the harmonization
O of tools, practices and law in the

EU as part of an ambitious five-
year plan for the Office, which has been set
out by its President Ant6énio Campinos.
The draft plan was approved by OHIM’s
Administrative Board on May 4 and comes
into effect immediately.

The plan comprises 33 initiatives in six
categories and covers human resources, IT
and infrastructure as well as European har-
monization. It will also involve a reorgani-
zation of the Office’s management,
Campinos told the INTA Daily News. He
was speaking seven months after taking
over as President of the Office, which han-
dles Community trade marks and designs.
Full interview: page 3

New U.S. trademark manual welcomed by practitioners

he USPTO’ Trademark Trial and
T Appeal Board (TTAB) has pub-

lished the long-awaited third edi-
tion of its Trademark Board Manual of
Procedure (TBMP), to the delight of US
trademark owners and practitioners.

The manual was last updated in March
2004. The new version has been anticipat-
ed since soon after the 2007 changes to the
rules for litigating inter partes trademark
registrability proceedings before the TTAB
came into effect. While INTA’s USPTO
Subcommittee Chair, Anna Manville of
Arnold & Porter, noted that the trademark
community is “still getting used to” the
2007 rules—which have made Board pro-
ceedings a bit more like the civil litigation
process—she said that “having a manual
that’s up to date is a big help.”

The third edition supersedes all previous
versions of the manual and incorporates the
2007 rules, as well as all statutory changes
and new case law since 2006. Previously,
trademark practitioners had to visit several
sites in order to find up-to-date information.
INTA members have been eagerly awaiting
the final version of the manual. “It’s a great

www.inta.org

tool that people have been looking forward
to for a long time,” said Manville.

The previous edition of the TBMP
could not be easily updated or searched
online. The new manual is available on the
USPTO website in both pdf and HTML
formats, and users can search for terms
within the entire manual or by chapter.

Manville said that the Index of Changes
included at the back of the manual is par-
ticularly helpful. The index features a
chart highlighting differences between the

second and third editions by section.

The preface to the new manual highlights
several of the key changes, and in particular
emphasizes Accelerated Case Resolution
(ACR), which the Board dubs “a more effi-
cient and less costly method of obtaining a
decision on the merits, thus holding the
potential for savings in party resources.”

As of last year, there had only been a
handful of pure ACR cases—fewer than 10
as of April 2010—despite much effort by
the USPTO to advertise the process.

However, many parties have been choosing
to use hybrid versions of ACR instead, such
as adopting abbreviated trial schedules in
which the discovery process is shortened.
The new TBMP identifies specific
instances in which the Board might recom-
mend ACR. While the extensive update
may have taken some time, the Board said
that “all users of the manual will be well-
served by the attention to detail exercised
by Administrative Trademark Judge Angela
Lykos,” who supervised the project.

Interview: Judge Angela Lykos
USPTO TTAB Administrative

manual took on the project in

will now be done via the

from the second edition.

Trademark Judge Angela
Lykos supervised the revision
of the third edition of the
TBMP, which began in 2009.
She was also the primary
drafter of Chapter 400 on dis-
covery, which includes some of
the most significant changes.
She and the other judges and
attorneys who worked on the

addition to their reqular case
loads, although Lykos has been
working on it full time now for
more than a year. Once final-
ized, the manual also had to be
reviewed and approved by the
Solicitor's office.

Lykos notes that the new
manual was drafted under the
presumption that all filings

Electronic System for
Trademark Trials and Appeals
(ESTTA), and that it includes
tips on using ESTTA through-
out the manual. She also flags
the addition of the chapter on
Accelerated Case Resolution
(ACR) and advice on using
ACR throughout the manual
as another central change

The new manual is also
expected to be updated at
least once every six months
in order to avoid such a sub-
stantial project in the future.
“All of the judges and attor-
neys have put in a tremen-
dous effort,” says Lykos. "It
took a group effort for such a
major change.”
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~ ' Great that INTA started again! Long lines at registration are gone. Good job
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foodies (who are vegetarian) try Millennium restaurant on Geary Street. It's

" | don't know if this year's @#INTA meeting has a slogan, but if not, I'd like to
suggest “Trademarks don't sleep, why should you?”

1 BJvandenAkker Bert-Jan vd Akker
Goodmorning! After a day of 30 hours and a good night's sleep ready for

3 #intasf First meeting at 11.30 AM and then later today to an A's game

VisaePatentes ralk Metzler

Just met two Chinese colleagues desperately looking for a German Attorney
at Westin St. Francis, couldn't convince them it was me

Making a house a home

othing says home

like the aroma of

chocolate chip cook-
ies baking in the oven.

To create this feeling for
families who will soon own
homes in the San Francisco
area, INTA volunteers yester-
day poured brown sugar,
flour and chocolate chips into
jars as a housewarming gift.

“It’s not just giving them a
house,” said Michael Riley,
who led the project for Habitat for
Humanity, this year’s volunteer service
project. “They’re putting together all the
little things that make the house a home.”

By tomorrow, the items will be in the
hands of single mothers who otherwise
couldn’t afford houses in the area, he
added.

At the session in the Marriott Marquis,
several attendees traded in their suits for
jeans and T-shirts and spent the afternoon
painting, stapling and hammering. They
came to the Annual Meeting from as far as

Guatemala and

Singapore, Australia,

India, in most cases as strangers.

“I just think it’s a fabulous opportunity
to work together with each other, first in
the same practice area, and really bond in
a way you don’t really get to bond,” said
David C. Lee, of Fitzgerald Abbott &
Beardsley in Oakland.

In her second year doing the project,
Keri Johnston, of Johnston Wassenaar in
Toronto, said she valued the opportunity.
“It’s important that INTA gives back to the
communities it goes to.”

Charles Gielen honored

rofessor Charles Gielen of

NautaDutilh has been appointed

Officer in the Order of Orange-
Nassau. He was presented with the honor
at a ceremony earlier this month in
recognition of his services to intellectual
property and other community activities.

Gielen is a long-time par-

ticipant in INTA. He won the
2006 INTA President's
Award and has served on
seven Committees—including
the Anti-Counterfeiting &
Enforcement Committee and
the International Amicus
Committee—as well as the
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Planning a meeting to remember

his year’s Annual Meeting co-chairs

have three main hopes for attendees:

That they will be impressed with the
quality of the sessions; that they will make
several new business connections; and that
they will drink some great wine.

Maximillian Kinkeldey of Griinecker
Kinkeldey Stockmair & Schwanhausser in
Munich says that he and co-chair Dana
Gilland of Diageo spent most of their time
making sure this year’s sessions covered
practical, timely topics and choosing a
keynote speaker. The rest was easy.

“With a fantastic co-chair and an unbe-
lievable staff liaison like Sarah Bourke, it
wasn’t that much of a challenge,” says
Kinkeldey. “It has been unbelievably easy
and exciting.”

Gilland agrees, and says that she found
the process “to be incredibly organized.”

With everything running so smoothly,
Gilland and Kinkeldey were able to con-
centrate on building a solid program. “I
tried to make sure there wasn’t a single ses-
sion I wouldn’t attend myself,” says
Kinkeldey.

Kinkeldey’s “all time favorite session”
for this year is WMO01, Workshop-Effective
Oral Presentations, which he encourages
everyone to attend. “Over the past 14 years
of my career I’ve seen people give presenta-
tions that were very good quality as far as
the content, but could have been delivered
so much better,” says Kinkeldey. Among
other tips, the session will pinpoint the
“seven deadly sins of public speaking.”

Kinkeldey’s other standouts include ses-
sion CT02 on ambush marketing, which
both he and Gilland identified as a topic of
interest this year. Gilland is also excited
about CM21, Women in Trademarks and

T
i

First Annual Meeting

Kinkeldey: San Antonio, 1997
Gilland: San Diego, 1996

What has been the best part
of participating in INTA?

Gilland: “Getting to know outside coun-
sel on a personal level. You get advice
that's more concise and relevant to
your business—that's been invaluable.”
Kinkeldey: “INTA is the only truly glob-
al platform any trademark practitioner
has. | really feel at home in the INTA
community. If you're willing to dedicate
the time, INTA pays back.”

session IT20 on how companies can pro-
mote their brands through social media.

Gilland and Kinkeldey also worked
hard to choose a keynote speaker who
could offer the best mix of trademark
knowledge and charisma. Their choice—
San Francisco local John Anderson,
President and CEO of Levi Strauss &
Co.—promises to deliver and will address
the Annual Meeting tomorrow morning.

While the program includes more than
enough to keep attendees busy, Gilland and
Kinkeldey urge members not to miss the
San Francisco sights. The tour of Alcatraz
and, of course, a visit to wine country are
at the top of their lists of activities. “I want
people to fly back home thinking that this
was a high-quality meeting with high-qual-
ity sessions and that they took something
home with them,” says Kinkeldey. “I really
want people to say: ‘I learned.””

Win an INTA totebag and baseball cap!

Send your best photographs of San Francisco to contest®inta.org by 2:00 p.m. Tuesday
to have a chance of winning INTA goodies. The INTA Daily News will publish a selection
of the best pictures on Wednesday and the overall winner will receive the prizes.

Look out for tomorrow’s INTA Daily News for more chances to win

Europe, Middle East & Africa
manager Ali Jawad

Tel: +44 20 7779 8682

Email: ajawad@managingip.com
North America

Tom St Denis

Tel: +1 212 224 3412

Email: tstdenis@iinvestor.net

Divisional director Danny Williams

Subscription hotline
UK Tel: +44 20 7779 8999
US Tel: +1 212 224 3570

| i |
INTA iy

Association

——
— ®

PowerfulNetworkPowerfulBrands..
Editorial Team

Editor James Bush

Photography Orange Photography
Director Randi Mustello

Marketing & Programs Team

Jesse Riggle (Design), Devin Matthew
Toporek (Marketing)

The INTA Daily News is produced by Managing
Intellectual Property in association with the
International Trademark Association. Printed by
Essence Printing Inc. The INTA Daily News is also
available online at www.inta.org and
www.managingip.com. © Euromoney Institutional
Investor PLC 2011. No part of this publication may
be reproduced without prior written permission.
Opinions expressed in the INTA Daily News do not
necessarily represent those of the INTA or any of
its members.

Www.managingip.com







































14

Preview Madrid Users Group Meeting

Madrid's electronic future

The Madrid System is going electronic, and you can help shape it. WIPO will
demonstrate three new services at its booth in the Exhibition Hall.

oday, WIPO staff—including Deputy Director
General Wang Binying—will discuss recent devel-

T

est and expected new members. They will be joined by

opments in the Madrid System, including the lat-

representatives of the Australian, Chinese and EU offices
who will provide additional information on how the
System is working in practice, before taking questions
from users.

The three offices presenting this year are among the
biggest players in the Madrid System. In addition, OHIM
and IP Australia are what Debbie Roenning of WIPO calls
“model offices” from WIPO’s perspective as they commu-
nicate with the International Bureau entirely online. At
present, only six of the 85 member states do so, although
more than 70% of them communicate electronically for
some transactions.

Neil Wilson, a director in WIPO’s brands and designs
sector, says the Organization is encouraging greater use of
electronic communication, but take up has been “piece-
meal at best”. He adds: “We see progressive improvement,
but obviously it is a question of priority and there are
political and resource constraints.”

Wilson said that e-communication means faster reac-
tion, more efficient processes and more predictable results
for users. For example, sending images digitally rather

than by fax leads to fewer errors and means data can be
manipulated more easily.

But it is not just IP offices that WIPO wants to talk to
electronically. It is also rolling out three new online services
for trademark owners and applicants. These are: Madrid
Portfolio Manager, which enables users to see the status of
all the international marks in their portfolio, as well as man-
age payment and renewals online; Real Time Status, which
allows anyone to check the status of Madrid registrations
online; and Madrid Electronic Alerts, a watching service for
international registrations, which sends an email alert when-
ever there is a development with a particular mark.

All three services are being beta-tested and will be
demonstrated at WIPO’s booth in the Exhibition Hall dur-
ing the Annual Meeting. They are expected to be fully
operational in the second half of this year. Wilson told the
INTA Daily News he is “very confident that the software
works well” and invited all attendees to visit the booth to
test all three systems and provide feedback on how they
work and if they need to be improved. “A key priority for
us is to improve e-commerce with holders of international
registrations,” he said.

b

The WIPO Madrid Users Group Meeting takes place at
11:00 a.m. today.

THORNTON SMITH

Think Solution.

We provide a bridge from your problems to the solutions.

INTA Daily News Sunday, May 15 2011
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Top 10 designated countries in 2010
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Based in the British Virgin Islands,
THORNTON SMITH provides practical
solutions for complex legal and
business transactions with a suite of
value-added services to clients. With a
genuinely intimate knowledge of the
local community, we can represent
anyone interested in doing business in
the British Virgin Islands.

Through our charitable arm, The
William Thornton Foundation, we are
committed to finding solutions for the
communities in which we operate,

including serving as the Official Legal
Services Provider to the BVI Olympic
Committee in supporting its “Road to
London 2012”.

Capitol Chambers

P.O. Box 3534

Road Town, Tortola VG1110
British Virgin Islands

Tel 284.494.2518
Fax 284.494.2519
mail@thorntonsmith.com
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INTA thanks the firms that hosted pre-Annual Meeting receptions. In addition to the locations pictured here, receptions
were held in Beijing (hosted by Unitalen), Brussels, Los Angeles (Zuber & Taillieu), Miami (Foley & Lardner), Quito
(Falconi Puig, Abogados), San Francisco (Harvey Siskind) and Warsaw (LDS Laweszki Depo & Partners and Polservice).

Madrid
J&A Garrigues,

W/

‘New Delhi

Ranjan Narula Associates

Bharucha & Co.

Intellectual Property Attorneys

F-7/1, Block 8, KDA Scheme Mo. 5, Kehkashan, Clifton, Karachi 75600, PAKISTAN
Tel: +92 213537 9544-47 Fax: +92 213537 9557-58, +92 213587 0413 / 0417
email@bharuchaco.com | www.bharuchaco.com

Trade Marks Law, Patents Law, Designs Law, Copyright Law, Anti-

Netherlands-De
& Advocaten

unterfeiting,

Anti-piracy, Domain Name, Franchising, Internet Law, Licensing

Www.managingip.com
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Vox pop

What are you most looking forward
to doing in San Francisco?

: Michael Lin, Marks & Clerk, Hong Kong
ﬂ Meeting up with old friends and getting intro-
: duced to new ones. I'm also going to enjoy the

culture, the cuisine and the atmosphere—-this is
my first time back in the city for many years.

Dr. Niti Dewan, R.K. Dewan & Co, Pune I'm
really looking forward to going to Muir Woods

National Park. There are Redwood trees there

/11 BIEE <3

that are over 2,500 years old.
1Y - David Nelson, inovia, Sydney Our company has
IRQ offices all over the world, so I'm really looking for-
’ ward to being in the same room as my colleagues
rather than having to do 6:00 a.m. phone calls!
. Wanda Honwana, INTRUST General Law &
ﬂ Intellectual Property, Maputo, Mozambique I'm
looking forward to meeting new people, estab-
lishing new work relationships and learning more
about IP. | love San Francisco-it's so beautiful.
g Shafin Adamu Yauri, Trademarks Patents &

riences and best practices with my colleagues
from around the world. I'd also like to discuss
the challenges that we face, especially over
applications, litigation and procedures.

Y Herbert I. Cantor, Cochran Freund & Young
ra LLC, Fort Collins My wife and | are looking for-

ward to sampling good food, especially the fresh

seafood you can get here. This time we want to
go in the cable car and to see the Coit Tower.

- I Louise Company Ekburg, Valea Technology &

L

¢

Law, Gothenburg Meeting my colleagues and
catching up on IP news. | also want to attend
the sessions looking at licensing and designs
and fashion.

DEQI Intellectual Property
Law Corporation

DeQ) E15

1 705'tqﬁ Members 34 Patent Attorneys

7T rademark Attorneys 9Attomqu at Law

Patent

Trademark
Copyright

Domain Name

Prosecution

Counseling

Litigation
L}

Dispute Resolution

IERBEDRT XA EBRAG

7/F, Xueyuan International Tower, No.1 Zhichun Road,

Haidian District, Beijing 100083, China

Tel: +86 10 82339088-299 (English) / 285 (Japanese) / 280 (Korean)
Fax: +86 10 82331881

E-mail: mail@degi-iplc.com

Website: www.degi-iplc.com
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Today's Schedule

8:30 am - 4:00 pm TOUR BOOTH

9:30 am - 7:30 pm REGISTRATION

9:30 am - 7:30 pm HOSPITALITY

10:00 am - 12:00 pm BRUNCH TABLE TOPICS
10:00 am - 12:00 pm COMMITTEE MEETINGS

INTA Bulletin Committee

Online Reference Committee

PDA Executive Council
Programs Committee

an ever-changing world of IP complexity.

Birch
Stewart
Kolasch
Birch LLP

BSKB welcomes you to INTA’s 133rd Annual Meeting.

Sunday, May 15, 201

Most events take place at the Moscone Center West (MCW, 800 Howard Street) and the San Francisco Marriott Marquis (SFMM, 55 Fourth Street).

MCW Foyer

MCW Foyer

MCW Hall

MCW Rooms 2022-2024

SFMM Yerba Buena Ballroom Salon 7
SFMM Yerba Buena Ballroom Salons 13-14
SFMM Yerba Buena Ballroom Salons 10-11
SFMM Yerba Buena Ballroom Salon 4

11:00 am - 1:00 pm MADRID SYSTEM USERS' MEETING (WIPO) USERS MEETING MCW Room 2007

11:30 am - 1:30 pm TRADEMARK ADMINISTRATORS BRUNCH MCW Rooms 2003-2005

11:30 am - 1:30pm IN-HOUSE PRACTITIONERS LUNCHEON SFMM Yerba Buena Ballroom Salon 9
12:00 pm - 4:00 pm EXHIBITION HALL MCW Hall

12:15 pm - 2:15 pm COMMITTEE MEETINGS

SFMM Yerba Buena Ballroom Salons 13-14
SFMM Yerba Buena Ballroom Salon 6
SFMM Yerba Buena Ballroom Salon 8
SFMM Golden Gate Ballroom B

SFMM Yerba Buena Ballroom Salon 5
SFMM Yerba Buena Ballroom Salon 12

Annual Meeting 2012 Project Team

Anticounterfeiting Committee (ACC) Leadership
Anticounterfeiting Committee—Full Committee (starts at 1:15pm)
Internet-Online Trademark Use Subcommittee

LRC-East Asia & Pacific Subcommittee

LRC-Europe & Central Asia Subcommittee

LRC-Latin America & Caribbean Subcommittee SFMM Nob Hill A
LRC-Middle East, Africa & South Asia Subcommittee SFMM Nob Hill B
LRC-U.S. Model State Trademark Bill Subcommittee SFMM Nob Hill D
1:00 pm - 3:00 pm LUNCHEON TABLE TOPICS MCW 2022-2024
1:30 pm - 5:00 pm IN-HOUSE PRACTITIONERS WORKSHOP SFMM Yerba Buena Ballroom Salon 7
2:00 pm - 3:00 pm SPEED NETWORKING MCW Hall
2:30 pm - 4:30 pm COMMITTEE MEETINGS

Annual Meeting 2011 Project Team

ACC-China Subcommittee

Famous & Well-Known Marks (FWKM) Full Committee (until 3:00pm)
FWKM-East Asia & Pacific Subcommittee (3:00pm-4:30pm)
FWKM-Eastern Europe & Central Asia Subcommittee (3:00pm-4:30pm)
FWKM-European Union Subcommittee(3:00pm-4:30pm)

FWKM-Latin America & Caribbean Subcommittee (3:00pm-4:30pm)
FWKM-Middle East, Africa & South Asia Subcommittee (3:00pm-4:30pm)
FWKM-North America Subcommittee (3:00pm-4:30pm)

Internet—-ccTLDs and IDN Subcommittee

Internet-Generic Top-Level Domain Registry Issues Subcommittee
3:45 pm - 5:00 pm Getting Involved with INTA: How a Leadership Role Can Define Your Career Path

5:00 pm - 6:30 pm WELCOME RECEPTION

BSKB

afwle]a|r|v]u]1]ole
_E Flafulofx]

SFMM Nob Hill B

SFMM Yerba Buena Ballroom Salons 10-11
SFMM Yerba Buena Ballroom Salons 13-14
SFMM Nob Hill A

SFMM Laurel

SFMM Yerba Buena Ballroom Salon 9
SFMM Yerba Buena Ballroom Salon 12
SFMM Yerba Buena Ballroom Salon 6
SFMM Yerba Buena Ballroom Salon 8
SFMM Nob Hill C

SFMM Yerba Buena Ballroom Salon 5
MCW Rooms 2016-2018

MCW Level 3 Foyer

NOTHING SPELLS IP LIKE BSKB

For 35 years, the BSKB name has meant expertise in U.S. intellectual
property law. We empower our clients with the IP services they need,
and the high-tech forward thinking they deserve.

Protecting the Product of Your Mind®

Birch
Stewart
Kolasch

bskb.com | Metropolitan D.C. +1-703-205-8000 | San Diego +1-858-792-8855 Birch LLP






